TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT M MNAMARA

Appeal No. 96-2266
Appl i cation 08/ 156, 7941

ON BRI EF

Bef ore CALVERT, MElI STER and ABRAMS, Adnini strative Patent
Judges.

CALVERT, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
15, 26 and 36 to 38. O the other clains in the application,

the exam ner has allowed clains 27 to 35, and indi cated that

! Application for patent filed Novenber 23, 1993.
According to appellant, this application is a continuation of
Application 07/810,675, filed Decenber 19, 1991, now
abandoned.
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claims 16 to 24 would be allowable if rewitten in independent
form
Claim1l is representative of the subject matter in issue:

1. An apparatus for the introduction or renoval of
liquid based material to or froma blood vessel of a patient
by a clinician conpri sing:

nmeans for connecting into the blood vessel to
conti nuously introduce liquid based material into or renove
liquid based material fromthe bl ood vessel, said connecting
nmeans fluidically sealed and self-sealing such that the liquid
based material is prevented fromescaping fromthe apparatus
and comng into contact with the clinician at all tinmes during
i nstallati on and operation of the apparatus; and

means for controlling whether liquid based material is
conti nuously introduced into or renoved fromthe bl ood vesse
whil e the connecting neans is in contact with the bl ood vesse
wi t hout escape of the liquid based material therefrom said
controlling neans in fluidic connection with said connecting
means.

The references relied upon by the examner in the fina

rejection are:

Thonmas et al. (Thonms) 3,859, 998 Jan. 14, 1975
Frankhouser et al. (Frankhouser) 4,417, 886 Nov. 29, 1983
Christian 5,141, 498 Aug. 25, 1992

(filed Sep. 10, 1991)
The clains on appeal stand finally rejected as foll ows:
(1) Cdainms 1, 2 and 26, anticipated by Christian, under

35 U.S.C. § 102(e);
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(2) Cains 3 to 14 and 36 to 38, unpatentabl e over
Christian in view of Thomas, under 35 U S.C. § 103;

(3) daim15, unpatentable over Christian in view of
Thomas and Frankhouser, under 35 U S.C. § 103.

Rej ection (1)

Christian discloses a device 12 having tubular part 42
having a side inlet 61 controlled by a stop cock 56. At one
end of part 42 is a flexible valve 11 through which “various
types of devices or tools,” such as trocar 66, may be
i ntroduced. At colum 4, lines 14 to 48, the patentee
di scl oses that the device may be used in connection with
endoscopi ¢ surgery, the device being used with trocar 66 to
penetrate the abdom nal wall, and the valve 11 then retaining
the gas in the abdom nal cavity even after the trocar is
wi t hdrawn and additional tools are inserted through the val ve.
Christian also discloses in colum 5, lines 21 to 37, that
plural surgical tools can be nested together so that one can
be inserted through another to go through a common opening to
performa multiplicity of procedures, valve 11 at all tines

retaining gas within the cavity.
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In order to anticipate a claim a reference nust
di scl ose, expressly or under principles of inherency, each and

every elenent of the clained invention. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. GCir.), cert. dismssed, 468 U S. 1228 (1984). An

el ement expressed in ternms of nmeans plus function i s not
antici pated unl ess the reference di scloses structure capabl e
of performng the functional I[imtation of the neans. 1d.

In the present case, claim1 requires a “nmeans for
connecting into the bl ood vessel to continuously introduce
liquid based material into or renove liquid based nateri al
fromthe blood vessel.” The exam ner does not explain, and it
is not apparent to us, where Christian discloses structure
capabl e of performng this function. The trocar shown by
Christian in Figure 8 is a solid instrunment, and as noted
above, it is disclosed for use in penetrating the abdom na
wal |, after which it is withdrawn fromtube 42 and instrunents
are inserted through the tube into the abdom nal cavity.

There is no disclosure of introducing anything into or
renmovi ng anything froma bl ood vessel, nor is it evident that

what is disclosed woul d be capable of perform ng such a
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function. Contrary to the exam ner’s statenent on page 2 of
the final rejection (Paper No. 12), in determ ning whether
claim1 is anticipated by Christian one cannot | ook at the
structure disclosed by Christian absent the intended use,
since the clained structure is defined by the nmeans plus its
function (intended use).

We therefore conclude that claiml1 is not anticipated by
Christian. Caim2, dependent on claiml1l, and claim26 are
i kewi se not anticipated. Rejection (1) will not be
sust ai ned.

Rej ection (2)

The secondary reference applied in this rejection,
Thonmas, discloses a needle 11 having a catheter 15 thereover
and connected to a bl ood detecting chanber 14. After the
needl e and cat heter have been inserted into a bl ood vessel,
the needl e may be wi thdrawn and an appropriate adm nistration
set or other device attached to the free end (hub 16) of the
catheter. The exam ner takes the position that it would have
been obvious to utilize the Thonas needl e-cat heter assenbly by
insertion through the valve 11 of the apparatus of Christian

(final rejection, page 2; answer, page 4).
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Appel | ant argues that the conbination of Christian and
Thomas is inproper since neither recogni zes the probl em
overcone by appellant’s invention (brief, page 22). However,
this is not conclusive with regard to the question of
obvi ousness, because:

As |l ong as sonme notivation or suggestion to conbine

the references is provided by the prior art taken as

a whol e, the | aw does not require that the

ref erences be conbi ned for the reasons contenpl at ed

by the inventor. [Citations omtted.]

In re Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed.

Cr. 1992).

Neverthel ess, we will not sustain the rejection. 1In the
first place, we find no suggestion in Christian or Thomas t hat
one of ordinary skill perform ng endoscopic surgery would ever
have occasion to insert an intravenous needl e assenbly, such
as di sclosed by Thomas, through a device such as disclosed by
Christian into the abdom nal cavity. There being no teaching
in the references to this effect, it is nere speculation to
presune that it would have been obvious to do so.

Secondly, even if the Thonas needl e assenbly were
i nserted through valve 11 of the Christian device, the

resul ting conbination would not neet all the limtations of

-6-



Appeal No. 96-2266
Appl i cation 08/ 156, 794

the clains. As appellant points out at page 21 of his brief,
when the plug 20 (and needl e 11) are renoved from cat heter hub
16, “blood can leak fromthe device until the proper equi pnent
I's connected.” The conbination of Christian and Thomas woul d
not, therefore, neet the limtation of parent claim1l that the
connecting neans is “fluidically sealed and self-sealing .
at all tinmes during installation and operation of the
apparatus,” nor of claim36 that “liquid based material is
prevented from escaping fromthe apparatus . . . during
installation and operation of the apparatus.”

W note that claim36 also recites “a self-sealing
di aphragm fi xedly attached to the second end [of the holl ow
central portion to which the catheter is sealingly fixed],”
and “N side ports extending fromsaid central portion.” These
limtations would clearly not be net if the exam ner’s
proposed conbination is to position the Thomas needl e and
cat heter through Christian’s valve 11, because the recited
“hol | ow central portion” would be Thomas’ hub 16, which has no
di aphragm val ve or side ports. |If the exam ner intended to
state that it would have been obvious to insert Thomas' needle

t hrough valve 11 of Christian, utilizing Christian’s tube 42
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in place of the Thomas catheter 15, we do not consider such a
conbi nation to be suggested by these two references, there
bei ng no di sclosure of use of the Christian tube 42 as a
catheter into a blood vessel.

Rej ection (3)

This rejection will also not be sustained, since
Frankhouser, the additional reference applied, does not supply
t he above-noted deficiencies of Christian and Thonas.
Concl usi on

The exam ner’s decision to reject clains 1 to 15, 26 and
36 to 38 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

JAMES M MEl STER
Adm ni strative Patent Judge
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